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\ 

Examiner | Art Unit ^ 

I ! 

Elena Tsoy i 1762 



" The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- E tensions of time may be available under the provisions of 37 CFR 1 136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply v/ithin the statutory minimum of thirty (30) days will be considered timely 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this comrTiunication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)0 Responsive to comnnunication(s) filed on 16 August 2001 . 
2a)C\ This action is FINAL. 2b)0 This action is non-final. 

3) n Since this application is in condition for allowance except for fornnal nnatters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 21 3. 

Disposition of Claims 

4) H Claim(s) 1-19 is/are pending in the application. 
4a) Of the above claim(s) 14 and 17-19 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed, 

6) H Claim(s) 1-13. 15 and 16 is/are rejected. 
?)□ Claim(s) is/are objected to, 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)\Z\ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a) 

1 1) n The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)nAII b)n Some*c)n None of: 

1 Certified copies of the phority documents have been received. 

j 2.n Certified copies of the pnohty documents have been received in Application No, , 

3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)), 
■ * See the attached detailed Office action for a list of the certified copies not received. 

I 14)n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

' a) D The translation of the foreign language provisional application has been received. 

15)0 Acknowledgment is made of a claim for domestic priority under 35 U.S C. §§ 120 and/or 121 , 
i Attachment(s) 

1)1^ Notice of References Cited (PTO-892) 4} □ interview Summary (PTO-41 3) Paper No(S/ 

; 2) Q Notice of Draftsperson s Patent Drawing Review (PTO-948) 5) Cj Notice of Informal Patent Application i PTO-152} 

: 3) \Z] Information Disclosure Statement(s) (PTO-1449) Paper r>Jo(s) 6) [H Other 

'J S Pa'e'^t a:^d "*a2e""a'«. 2" ce " 

PTO-326 (Rev 04-01) Office Action Summary Part Pape^ No ~ 
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Election/Restriction s 

1. Applicant's election with traverse of Claims 1-13, 15, 16 in Paper No. 6 is acknow ledged 
The traversal is on the ground(s) that all claims can b e easil y examined without a restriction 
requirement. This is not found persuasive because independent and distinct inventions of Groups 

1. II and III have separate classification, separate status in the an, and a different field of scai cli 
as defined in MPEP § 808.02 so that the search and examination of inventions of Groups 1. 11 
and III would place serious burden on the Examiner 

The requirement is still deemed proper and is therefore made FINAL, 

Claim Rejections - 35 I SC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description t)rthc in\ cntion. iind ot'the manner and process of making 
and using it. in such lull, clear, concise, and exact temis as to enable an\- person skilled m the art to winch u 
pertains, or with which it is most nearh connected., to make and use the same and shall set forth ihc best M^^de 
contemplated by the im entor of can yiiig out his iineiUion 

3. Claims 10, 12, 15, 16 are rejected under 35 U S C 1 12. second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 10, 15 recite the limitation "the patches" in line 2 There is insufTicient 
antecedent basis for this limitation in the claim since claim 8 recites no patches. 

Claim 12 recites the limitation "all of the discrete ink patches" in line 2 'fhcrc is 
insufficient antecedent basis for this limitation m the claim since claim 8 recites no patches 

Claim 16 recites the limitation "each patch" in Imes 1-2 There is in^ulTiciein aiucccdcin 
basis for this limitation in the clami since claim 8 recites no patches 
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Claim 16 recites the limitation "the indicia" in line 1. There is insufficient antecedent 
basis for this limitation in the claim. 



Claim Rejections - 35 USC\^' 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the in\ ention is not identicall\ disclosed or described as set forth m 
section 102 of this title, if the ditTercnces betw een the subject matter soLight to be patented and the prior art are 
such that the subject matter as a w hole would haw been ob\'ious at the time the in\ention was made to a [XMson 
ha\'ing ordinary skill m the art to which said subject mailer pertains [\nenlahihl\ >luill n^i tv- !:ci:.i':\l\1 ' \ 
manner m which the in\enlion was made 

5. Claims 1, 2, 4, 5 are rejected under 3 5 S C\ 103fa) as being unpatentable o\ ct Stalil 
(US 5,667.614) in view of Abstract of CA 739923. 

As to claim K Stahl discloses a method of making graphics for heat sealing application to 
fabrics (See Abstract) comprising applying a pigment layer 14 preferably as an ink in the tbrm of 
dispersion, emulsion or solution (See column 3, lines 41-44) to a release sheet 12 (See column 3, 
lines 24-32) and an adhesive layer 16 on the ink layer 14 (See column 3, hnes 32-33), then kiss- 
cutting guided by a computer through the adhesi\'e and ink to the release sheet to form the 
graphic (See column 2, lines 49-57). 

Stahl fails to teach that the adhesix e layer 16 is applied to the ink la\ er 14 w hile the ink 
14 is still wet. 

Abstract of CA 730923 teaches that app]\-ing a thermoplastic sheet to printed ink while 
the ink is still wet allows bonding the sheet b\' the ink. 
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It would have been obx'ious to one ofordinary skill in the art at the time the inxention 
was made to have apphed an adhesive layer to an mk laver m a method oi^Stahl while the ink i^ 
still wet with the expectation of providing the desired enhanced bonding of the adhesiv e layer to 
the ink layer, since abstract of CA 739923 teaches that applying a thermoplastic sheet to a 
printed ink while the ink is still wet allows bonding the sheet by the ink. 

As to claims 2. 4 . Stahl further teaches that the ink layer may be ''hot split" or pooled 
away after a web has cooled (See column 3, lines 3-15). ''Hot split'' ink layer is usually applied 
by screen print process (See column 1, lines 59-67, column 2, lines 1-2). 

As tg claim 5, Stahl further teaches that the ink laver can be made from a soIliikmi tMM^\'(^ 
resin in a plasticizer with added pigment dispersion (See column 3, lines 43-49) It is well known 
in the art that a solution of PVC resin in a plasticizer with added pigment dispersion (i.e either in 
a water or solvent) is in fact plastispj, as evidenced by Takeuchi et al (LS 1 U,20 L column 1 . 
lines 15-20). In other words, the ink of Stahl is a water or solvent based plastisol. 

6. Claims 3, 7, 8, 10-12, 15, 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stahl (L'S 5,667,614) in view of Abstract of CA 739923, as applied abov e, and further in 
view of Hubbard et al (US 4,466,994). 

As to claims 7, 8 , Stahl further teaches in the BACKGROUND ART that it is well kntnvn 
in the art to use either a paper release sheet or a polvmeric release sheet tor grapliics transfer i Sec 
column 1, lines 36-38, 53-58), i e. a polvmeric release sheet is functionallv equivalent to the 
paper release sheet for their use as graphics transter. 
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It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have used a paper release sheet in a method Stahl in view of Abstract of CA 739923 
since Stahl teaches in the BACKGROUND ART that a polymeric release sheet is functionally 
equivalent to the paper release sheet for their use graphics transfer, and the selection of any of 
these known material as a release sheet in a method Stahl in view of Abstract of CA 739923 
would be within the level of ordinary skill m the art 

Stahl in view of Abstract of CA 739923 fails to teach that a paper release sheet is made ot 
paper with a release coating on one surface thereof. 

Hubbard et al teach that paper coated with a release coating on one surface thereof mav 
be used as a paper release sheet for heat transfer (See Fig 1, column (3. lines 14-4^^) 

It would have been obvious to one of ordinary skill in the art at the time the inx ention 
was made to have used paper coated with a release coating on at least one surface as a release 
paper sheet in a method of Stahl in \'iew of Abstract of CA 739923 with the expectation of 
providing the desired heat transfer, as taught by Hubbard et al. 

As to claims 3, 10-12, 15, 16 , Stahl in view^ of Abstract of CA 739923 fails to teach that: 
the ink is applied as discrete congruent patches (Claim 3): the ink is applied bv successi\'el\' 
screen-printing all of the discrete ink patches on the release sheet (Claim 1 1 ): the ink Is applied 
by simultaneously screen-printing all of the discrete ink patches on the release sheet (Claim i2), 
the kiss-cutting is performed successi\el\ on the patches on each release sheet (Claim lU), ihe 
cutting through the release sheet is so arranged w ith respect to the patches that the Ji^iai^co^ 
between the margins of the sub-sheets and the patches is equal (Claim 1 5): the indicia kiss-cut in 
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each patch comprises a plurality of letters and or numbers spaced \n predcierninicd rciaiivMi 
each other (Claim 16). 

Hubbard et al teach that heat transferable labels can be formed in a continuous process by 
screen-printing an ink in a form of e,g letters spaced in predetermined relation to each other, 
onto a continuous web of a release paper sheet, which is coated on one side with a release 
coating in patches (See column 3, lines 41-48), simultaneously as a set of discrete congruent 
patches thereby successively screen-printing the continuous web of the paper relea'^e ^hcet f See 
Fig. 1). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have modified a method of Stahl in view of Abstract of CA 739923 for making 
heat-transferable graphics by screen-printing an ink onto a continuous web of a release paper 
sheet, which is coated on one side with a release coating in patches, simultaneously as a set of 
discrete congruent patches thereby successively screen-printing the continuous web of the paper 
release sheet; kiss-cutting successively on each release patch, and cutting through the release 
paper sheet between the margins of the sub-sheets with the expectation of prox idmg the desn-ed 
benetlts of a contmuous process, as taught b\ Hubbard et al 

7. Claims 6, 9, 13 are rejected under 35 U.S.C. 103(a) as being unpatentable o\ er Stahl (L'S 
5,667,614) in view of Abstract of CA 739923, as applied aboxe, and further in \ie\\ of Lion (US 
6.224,707) and Sorkoram (US 4.851.061). 

Stahl in \'iew of Abstract of CA 739923, as apphed abo\e. fails to teach that kiss-cutting 
is performed using a laser cutter wherein the power supplied to the cutter is sutTicicin to singe 
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the ink along the cut Hne only adjacent the adhesive to render the line readily v isible for 
weeding. 

Lion further teaches that computer guided cutting is functionally equivalent to laser- 
cutting for cutting selected designs (See column 5, lines 12-18) 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have used a laser-cutter for kiss-cutting in a method of Stahl in view of Abstract of 
CA 739923 since Lion fiarther teaches that computer guided cutting is functionallv equivalent to 
laser-cutting for cutting selected designs, and the selection of any of these known means for 
cutting selected designs in Stahl in view of Abstract of CA 739923 would be within the le\ el of 
ordinary skill in the art. 

Sorkoram teach that due to the high levels of thermal energv present in the laser cuttinu 
process, and the sensitivity of most thermoplastics to high lex els of heat, burning, scoi ciiinu and 
deformation of the cut edge, as well as the surfaces of the thermoplastic material, are common 
side etYects of the laser cuttin g process so that variety of techniques should be used to dimmish 
the side effect (See column 1. lines 17-38). 

It would have been obx'ious to one of ordinary skill in the an at the time the im ention 
was made to have adjusted the laser power together with a \ arietv of techniques in a nicitiod of 
Stahl in \ iew of Abstract of CA 739923, further in \ iew of Lion with the expectation o\ 
prov iding minimum of side effects including scorched edges, as taught h\ S(M"korai^i sc^^ that 
scorched edges would not show on face side of a heat-transferable graphic 
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Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elena Tsov whose telephone number is (703) 605-1 171 The 
examiner can normally be reached on 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Shrive Beck can be reached on (703) 308-2333. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703 ) 872-93 10 for regular 
communications and (703) 872-93 1 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 




Elena Tsoy 
Examiner 
Art Unit 1 762 



April 21, 2003 



